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REMARKS 

This Amendment is responsive to the Office Action dated January 19, 2001. Claims 1-6 and 8-9 
have been amended. New claims 10-14 have been added. Claims 1-14 are currently pending in the 
present application. 

The applicant filed an Information Disclosure Statement and form PTO-1449 in Paper No. 6 
which was acknowledged by the Examiner in the Office Action. However, the Examiner did not return 
the initialed form PTO-1449 form to the applicant. Accordingly, the applicant requests that the 
Examiner return the initialed form PTO- 1 449. 

Claims 1-9 have been rejected under 35 U.S.C. §112, second paragraph as being indefinite. 
Each of the bases for this rejection is addressed separately below. 

Claim 1 was rejected on the basis that it failed to recite active method steps. Claim 1 has been 
rewritten to overcome this rejection. 

Also, the parentheses have been removed from claim 1 . Parentheses are a common symbol used 
by skilled chemists in naming certain chemical compositions. However, to eliminate any possible 
ambiguity in the claims, the parentheses have been eliminated from all of the claims. It is considered 
that this amendment does not change the meaning or scope of the claims. ^ 

Claim 1 has also been revised to eliminate use of the word "provided" to obviate the Examiner's 
objection. 

In addition, claim 1 has been split into claim 1 and new claim 10 to overcome the rejection that 
the claim cannot both "comprise" or "be in contact with" a sensitizing moiety. Claim 1 now recites 
"comprises" and new claim 10 recites "is in contact with." A discussion of these features can be found 
on page 2, lines 27-30 of the specification. Claim 5 has been similarly amended. 

According to the Examiner, claim 3 has been considered indefinite for using the parentheses. In 
claim 3, the parentheses are used to abbreviate two different materials as is the common practice in 
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chemistry. For example, the phrase (thio)-indigo derivates means both thioindigo derivatives and indigo 
derivatives. The claim has been amended accordingly to remove the parentheses and has been rewritten 
to include both possibilities in order to retain the same meaning and scope of the claim. 

According to the Examiner, claim 3 is considered indefinite because of the term "derivatives." 
However, the term "derivatives" should not raise the issue of indefiniteness because it is well defined in 
the specification. In page 4, line 24, the specification says, "These compounds and derivatives are well- 
known to those skilled in the art". The specification further illustrates the meaning of "derivatives" by 
several examples of such derivatives. Therefore, the term "derivatives" is definite in the context of this 
application. The same arguments apply to claims 4 and 7. Withdrawal of this rejection for claims 3, 4, 
and 7 is respectfully requested. 

According to the Examiner, claim 4 is considered vague and indefinite in reciting, "the ligand is 
a composition comprising a compound comprising." The composition and the compound are not the 
same. Thus the composition comprises a compound as one of its constituents. The compound, in turn, 
comprises specific complexing moieties. To further clarify this point, the claim has been slightly 
amended to retain the same meaning but to improve its readability. 

According to the Examiner, claim 4 is considered to have an improper antecedent basis 
problem. This problem has been corrected by amending claim 4 to read "the sensitizing moiety." 

According to the Examiner, claim 5 is considered to be indefinite in using parenthetical 
symbols. This problem has been corrected by a similar amendment as was made in claim 3. 

According to the Examiner, claims 6 and 9 are considered to be indefinite in reciting the term 
"suitable." Claims 6 and 9 have been amended to replace "suitable for" with "capable of in order to 
overcome this rejection. Capability of detecting luminescence in the wavelength range of 800-1600 nm 
can be objectively determined by a skilled person. 
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According to the Examiner, claim 9 is considered to have an improper antecedent basis 
problem. To correct this problem, claim 9 was amended to read as "the apparatus as claimed in claim 
6." 

Claims 1-9 have been rejected under 35 U.S.C. §102 (e) as being anticipated by Kardos et al 
(US 6,159,686). This rejection is respectfully traversed and reconsideration is requested for the reasons 
that follow. 

Kardos et al discloses a two-photon process, which is unmistakably indicated at lines 32-34 of 
col. 30. Kardos et al further discloses that Rhodamine can be excited at 650-700 nm using two photons 
(col. 30, lines 47-48). This means that the two photons required to provide the energy required to excite 
the complex in Kardos et al are in the 325-350 nm wavelength range. Had Kardos et al used a one- 
photon process, the absorbance would be in the 325 -350 nm range to achieve the same energy level. In 
addition, the two-photon process is relatively inefficient since the chance that two photons are absorbed 
by the complex at the same time in order to excite the complex to the proper energy level is relatively 
small. A two-photon process can, therefore, only be used when high excitation intensities are used (see 
attached article "Laser Spectroscopy" by Wolfgang Demtroder, Springer- Verlag, 1982, page 438 which 
states that pulsed lasers are generally used to deliver sufficiently large peak powers for two-photo 
excitations). The advantage of the presently invented one-photon process is that an efficient process is 
obtained at normal excitation intensities. Therefore, Kardos does not disclose or suggest a one-photon 
process using light with a wavelength in the range of 400-1000 nm region. For this reason, Kardos et al 
does not anticipate the present invention as claimed in claims 1-9, as amended. 

The same argument applies to new claims 10-14 as well. Therefore, the present invention as 
recited in amended claims 1-9 and newly added claims 10-14 is clearly novel over Kardos. Favorable 
consideration and withdrawal of the rejection is respectfully requested. 
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Claims 1-4 and 7 have been rejected under 35 U.S.C.§102 (e) as being inherently anticipated by 
Wieder et al (US 5,830,769). This rejection is respectfully traversed and reconsideration is requested 
for the reasons, which follow. 

Wieder does not disclose specific ranges of light wavelengths for excitation. Furthermore, the 
Examiner has provided no evidence in support of the conclusion that the radiation used by Wieder is 
within the claimed region (400 nm -1000 nm). Therefore, Wieder does not anticipate the present 
invention as claimed in claims 1-9, as amended. Favorable consideration and withdrawal of the 
rejection is respectfully requested. 

Claims 5-6 and 8-9 have been rejected under U.S.C. §103 (e) as being unpatentable over Wieder 
et al. (US 5,830,769) in view of Kardos et al (US 6, 159, 686). 

Neither Wieder et al nor Kardos et al discloses or suggests "a sensitizing moiety which absorbs 
in the 400-1000 nm region," which is recited in claims 5-6 and 8-9. 

Therefore, the kit of the present invention as claimed in claims 5-6 and 8-9 is not obvious to one 
of ordinary skill in the art from a combination of Wieder with Kardos, since one element of the kit, the 
sensitizing moiety is not taught or suggested by either Wieder or Kardos. Favorable consideration and 
withdrawal of the rejection is respectfully requested. 

In addition, a copy of the article "Laser Spectroscopy" by Wolfgang Demtroder, Springer- 
Verlag, 1982, pages 436-441 is enclosed herewith for your convenience. 



8 



5/21/01 
09/380,336 



In view of the above amendments to the claims, as well as the foregoing remarks, Applicant 
respectfully submit that all of the pending claims are in condition for allowance and respectfully 
requests a favorable Office Action so indicating. 



KNOBLE & YOSHIDA, LLC 
Eight Penn Center, Suite 1350 
1628 John F. Kennedy Blvd. 
Philadelphia, PA 19103 
(215) 599-0600 



Respectfully submitted, 



Dated: 
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1. (Amended twice) A method for detection of an analyte in a test sample [by a specific binding 
reaction among the analyte, a specific binding partner for the analyte, and an (immuno)reactant 
provided with a label, wherein that the label is lanthanide ion-ligand complex wherein the lanthanide 
ion is neodymium(III) ion (Nd 3 ), ytterbium(III) ion (Yb 3+ ), or erbium(III) ion (Er 3+ ) and the ligand 
comprises or is in contact with a sensitizing moiety which absorbs in the 400-1000 nm region, and 
preferably in the 400-800 nm region.l comprising the steps of: 



preparing a lanthanide ion-ligand complex by contacting a lanthanide ion aria a ligand, wherein 
the lanthanide ion is selected from the group consisting of neodymium (III) ion, ytterbium (III) ion 
(Yb 3+ ) and erbium (III) ion (Er 3+ ), and wherein the ligand comprises a sensitizing moiety, which 
absorbs light in the 400 -1000 nm region; 

labeling an immunoreactant with the lanthanide ion-ligand complex by contacting the 
immunoreactant with the lanthanide ion-ligand complex to form a labeled immunoreactant; 

mixing the analyte, a specific binding partner for the analyte and the labeled immunoreactant to 
form a mixture; 

irradiating the mixture with light having a wavelength ranging from 400 nm to 1000 nm; and 
measuring an emitted luminance from the mixture. 



2. (Amended) The method [according to claim 1 wherein the lanthanide ion is l as claimed in claim 1, 
wherein the lanthanide ion is selected from the group consisting of neodymium (III) ion (Nd 3+ ) [or]and 
ytterbium (III) ion (Yb 3+ ). 




3. (Amended twice) The method [according to claim 1 or 2 wherein the l as claimed in any one of claims 
1, 2, 10 and 11, wherein the sensitizing moiety is selected from the group consisting of fluorescein 
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derivatives; triphenylmethane derivatives; porphyrin derivatives; rhodamine derivatives; phenothiazine 
derivatives; phenoxazine derivatives; coumarin derivatives; acridin derivatives; [(thio)- indigo 
derviatives] thio-indigo derviatives; indigo derivatives ; carbocyanine derivatives; squaraine derivatives; 
[and (na)phthalocyanine derivative s lnaphthalocyanine derivatives; and phthalocyanine derivatives . 

4. (Amended twice) The method [according to] as claimed in any one of claims 1 and 10, wherein the 
ligand is a composition [comprising a compound comprising] which comprises, as one of its 
constituents, a compound which comprises an element selected from the group consisting of oxygen, 
nitrogen, phosphorous, and sulfur moieties which have complexing ability towards Nd (III), Yb (III), or 
Er (III) ions, [in particular polyaminocarboxylic acid, pyridinedicarboxylic acid, or a derivative thereof] 
and the [a] sensitizing moiety is selected from selected from the group consisting of fluorescein 
derivatives; triphenylmethane derivatives; porphyrin derivatives; rhodamine derivatives; phenothiazine 
derivatives; phenoxazine derivatives; coumarin derivatives; acridin derivatives; [(thio)indigo 
derivatives Ithio-indigo derivatives; indigo derivatives ; carbocyanine derivatives; squaraine derivatives; 
[and (na)phthalocyanine derivative s] naphthalocyanine derivatives; and phthalocyanine derivatives . 

5. (Amended twice) A kit for detection of an analyte in a test sample comprising: 

a specific binding partner for the analyte; 
an immunoreactan t; and [provided with] 

a label wherein the label is a lanthanide ion-ligand complex formed by contacting a lanthanide 
ion and a ligand, [and] wherein the lanthanide ion is selected from the group consisting of 
neodymium(III) ion (Nd 3+ ), ytterbium(III) ion (Yb 3+ ), [or] and erbium(III) ion (Er 3+ ), and wherein the 
ligand comprises [or is in contact with] a sensitizing moiety which absorbs light in the 400-1000 nm 
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region[, and wherein the specific binding partner and the labeled immunoreactant are optionally 
attached to a carrier], 

6. (Amended twice) An apparatus for detection of an analyte in a test sample comprising: 
the kit of any one of claims 5 ,12, 13 and 14 ; 
a light source in the 400-1000 nm range ; and 

a detector^which is capable of [suitable for Jdetecting luminescence in the 800-1600 nm. 

8. (Amended) The kit of any one of claims 5 , 12, 13 and 14, wherein the sensitizing moiety absorbs in 
the 400-800«m region. 

9. (Amended) The [An] apparatus as claimed in claim 6^ wherein the detector is capable of [suitable 
for] detecting luminescence in the 800-1 lOOnm range. 
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